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Sir: 

This paper responds to the final Office Action mailed from the United 
States Patent and Trademark Office on January 20, 2010. A petition for a 
three-month extension of time to extend the time of response up to and 
including July 20, 2010 was filed on July 14, 2010. A Notice of Appeal is filed 
concurrently herewith. 

Appellant hereby submits that the final Office Action mailed on January 
20, 2010 includes errors in the Examiner's rejections, and respectfully 
requests withdrawal of the rejection of claims 1 and 5-7 under 35 U.S.C. 1 12, 
first paragraph. Specifically, the Examiner did not construe the claims before 
performing an analysis of enablement under 35 U.S.C. 1 12, first paragraph, 
which is improper under the Manual of Patent Examining Procedure (M.P.E.P.) 
at Section 2164.04. Further, during analysis of enablement under 35 U.S.C. 
112, first paragraph, the Examiner did not provide a reasonable explanation as 
to why the scope of protection provided by a claim is not adequately enabled by 
the disclosure, which is also improper under the M.P.E.P. at Section 2164.04. 
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I. Summary of Invention 

Appellant's invention as recited in independent claim 1 features a flow 
through injection valve 850 (see, for example, Figure 4B and paragraph [0071]). 
The flow through injection valve 850 comprises a stationary member e.g., 802', 
and a movable member e.g., 804'. A surface of the stationary member 802 
interfaces with a surface of said movable member 804, e.g., at interface 810'. 
The flow through injection valve 850 further comprises at least one pin valve 
e.g., 3, having a flow through an internal conduit e.g., 58'. The pin valve 3 is 
movably disposed so that the internal conduit 58' is capable of fluidically 
communicating with at least one flow through conduit e.g., 890', in the 
movable member 804'. The pin valve 3 is movably disposed so that the internal 
conduit 58' is capable of fluidically communicating with another flow through 
conduit, e.g., 886', in said movable member 804' (see, for example, Figure 4B 
and paragraph [0081]). 

II. Issues 

Whether claims 1 and 5-7 are improperly rejected under 35 U.S.C. 
112, first paragraph, for failing to comply with the enablement requirement. 

III. Arguments 

Appellant submits that before any analysis of enablement can occur, it is 
necessary for the Examiner to construe the claims. Further, during analysis, 
the Examiner has the burden of providing a reasonable explanation as to why 
the scope of protection provided by a claim is not adequately enabled by the 
disclosure even when there is no evidence of operability without undue 
experimentation beyond the disclosed embodiments. In doing so, the examiner 
should specifically identify what information is missing and why one skilled in 
the art could not supply the information without undue experimentation. 
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In this case, the Examiner at page 3 of the final Office Action makes 
general assertions that the specification fails to enablingly disclose an operable 
valve, a pin valve, or flow paths. However, the final Office Action provides no 
indication as to whether the Examiner construed the claims prior to an 
analysis of enablement. For example, the Examiner asserts that the 
specification fails to enablingly disclose flow paths. However, flow paths are 
not claimed by Appellant. Thus, the Examiner here has not provided a 
reasonable explanation as to why the scope of protection provided by the 
claims is not adequately enabled by the disclosure. 

Moreover, the final Office Action does not identify missing information 
and why one skilled in the art could not supply the information without undue 
experimentation. Rather, the Examiner takes a broad brush approach in 
attempting to describe why the specification is non-enabling. The only 
evidence provided is the Examiner's reliance on his 26+ years of experience of 
successfully understanding other patent applications. Appellant submits that 
this is an insufficient explanation as to why one skilled in the art could not 
supply missing information without undue experimentation. 

In addition, Appellant submits that, contrary to the final Office Action, 
the disclosure as filed satisfies the requirement of enablement set forth under 
35U.S.C. 112, first paragraph and the M.P.E.P. at Section 2164.01, namely, 
that one reasonably skilled in the art could make or use the invention from the 
disclosures in the patent coupled with information known in the art without 
undue experimentation. In support of Appellant's position, Appellant refer to 
Figure 4B and corresponding details at paragraphs [0062] -[0082] of the 
specification as filed. 
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IV. Conclusion 

In view of the foregoing remarks, Appellant submits that the rejection of 
claims 1 and 5-7 under 35 U.S.C. 112, first paragraph, is improper. 

Withdrawal of the rejection of claims 1 and 5-7 is therefore respectfully 
requested. 

In connection with this matter, please charge any otherwise unpaid fees 
which may be due, or credit any overpayment, to Deposit Account Number 50- 


2295. 


Respectfully submitted, 


Date: July 20, 2010 
Reg. No. 58,037 


/Timothy P. Collins/ 
Timothy P. Collins 


Tel. No.: 
Fax No.: 


(508) 303-2003 
(508) 303-0005 


Attorney for Appellant 
Guerin & Rodriguez, LLP 
5 Mount Royal Avenue 
Marlborough, MA 01752 
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